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DETAILED ACTION 
Drawings 

The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they include the following reference character(s) not mentioned in the 
description: 7, 38. Corrected drawing sheets in compliance with 37 CFR 1.121(d), or 
amendment to the specification to add the reference character(s) in the description in 
compliance with 37 CFR 1.121(b) are required in reply to the Office action to avoid 
abandonment of the application. Any amended replacement drawing sheet should 
include all of the figures appearing on the immediate prior version of the sheet, even if 
only one figure is being amended. Each drawing sheet submitted after the filing date of 
an application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the "incubation 
chamber" claimed in claim 8 and the "hydraulic circulation vessel" of claim 9 must be 
shown or the feature(s) canceled from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
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replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1 .121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Claim Objections 

Claims 1, 3, 5 and 13 are objected to because of the following informalities: The 
recitation of the term "in particular" in each of the claims is misleading and should be 
deleted. Appropriate correction is required. 



Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 



Application/Control Number: Page 4 

10/578,688 

Art Unit: 2856 

art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1,6-11 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

Regarding claim 1, lines 11-12 of claim state "the syringes comprising an air 
pump (15, 16), said air pump comprising at least a syringe (15, 16)". This phrase is 
interpreted as the syringes (as previously disclosed in the claim) each contain an air 
pump which is comprised of yet another, different, syringe. The description shows a 
syringe block in which two of the syringes are used to pump air. It does not show an 
instance in which the syringes comprise an air pump as claimed. 

Regarding claim 6, the claim states that a dilution chamber "may be fixed on the 
collector and/or linked direct to a respective electronic switch valve by a duct among the 
second ducts." The specification does not describe an instance in which the dilution 
chamber is linked to the valve by a duct. Page 3 lines 5-15 describe the dilution 
chamber as being "fixed on the collector", thus the dilution chamber must be fixed to the 
collector. The term "may be" implies a situation in which the dilution chamber is not 
fixed to the collector which is not supported by the specification of the application. 

Regarding claim 7, the claim states that a measurement chamber "may be fixed 
on the collector and/or linked direct to a respective electronic switch valve by a duct 
among the second ducts." The specification does not describe an instance in which the 



Application/Control Number: Page 5 

10/578,688 

Art Unit: 2856 

measurement chamber is linked to the valve by a duct. Page 3 lines 5-15 describe the 
dilution chamber as being "fixed on the collector", thus the measurement chamber must 
be fixed. The term "may be" implies a situation in which the measurement chamber is 
not fixed to the collector which is not supported by the specification of the application. 

Regarding claim 8, the claim states that an incubation chamber "may be fixed on 
the collector and/or linked direct to a respective electronic switch valve by a duct among 
the second ducts." The specification does not describe an instance in which the 
incubation chamber is linked to the valve by a duct. Page 3 lines 5-15 describe the 
dilution chamber as being "fixed on the collector", thus the incubation chamber must be 
fixed. The term "may be" implies a situation in which the incubation chamber is not 
fixed to the collector which is not supported by the specification of the application. 

Regarding claim 9, the claim states that a hydraulic circulation vessel "may be 
fixed on the collector and/or linked direct to a respective electronic switch valve by a 
duct among the second ducts." The specification does not describe an instance in 
which the hydraulic circulation vessel is linked to the valve by a duct. Page 3 lines 5-15 
describe the dilution chamber as being "fixed on the collector", thus the hydraulic 
circulation vessel must be fixed. The term "may be" implies a situation in which the 
hydraulic circulation vessel is not fixed to the collector which is not supported by the 
specification of the application. 

Regarding claim 10, the claim states that an optical bench "may be fixed on the 
collector and/or linked direct to a respective electronic switch valve by a duct among the 
second ducts." The specification does not describe an instance in which the optical 
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bench is linked to the valve by a duct. Page 3 lines 5-15 describe the dilution chamber 
as being "fixed on the collector", thus the optical bench must be fixed. The term "may 
be" implies a situation in which the optical bench is not fixed to the collector which is not 
supported by the specification of the application. 

Regarding claim 11, the claim states that the electronic circuit carrying card is 
"able to be fixed on the collector". Page 3 lines 5-15 describe the card as "fixed on the 
collector" which is not "able to be fixed" as claimed. "Able to be fixed" implies the card 
is not attached, or at the very least detachable, which is not disclosed in the 
specification. The term "may be" implies a situation in which the electronic circuit 
carrying card is not fixed to the collector which is not supported by the specification of 
the application. 

Claims 8-10 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

Regarding claim 8, the specification does not disclose where the "incubation 
chamber" is or how it is to be used other than that is it "fixed to the collector". 

Regarding claim 9, the specification does not disclose where the "hydraulic 
circulation vessel" is located or how it is to be used other than that it is "fixed to the 
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collector". Further, it is unclear as to what the "hydraulic circulation vessel" consists of. 
Is it piping for circulation within the system, or is it an actual container of sorts? 

Regarding claim 10, the specification does not disclose what the purpose of the 
optical bench is or how it is used in the invention. It is merely stated that an optical 
bench is "fixed to the collector". The description therefore is not enabling. 



The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 4, 9, 9 and 12 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Regarding claim 4, lines 3 and 4 state "taking of a sample with a view to a 
counting step during an analysis". What does "with a view" mean? Is this a statement 
of intended use with an automatic analysis machine? 

Regarding claim 6, what is the "dilution chamber" as claimed? The specification 
discloses a "dilution and counting vessel" 52 and a tank, 62, in which a sample is 
diluted. A dilution chamber is described as being "fixed on the collector" on page 3 lines 
5-1 5 but no further details are given. Is this one of the aforementioned items or another 
device used for dilution? Furthermore, the term "it comprises" in line 2 is indefinite as 
"it" could refer to a number of items excluding the syringe block. 
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Regarding claim 9, what is meant by a "hydraulic circulation vessel"? Is this 
hydraulic cabling which is described in the background or some sort of device for 
moving fluids throughout the system? This could also correspond to the "ducts" of claim 
one which would fail to further limit that claim as the duct work is more specific than the 
"hydraulic circulation vessel" claimed. 

Regarding claim 12, the claim states that "it is placed in an air-conditioned 
enclosure". What is "it" referring to? Does it mean the syringe block, the entire 
machine, or something else entirely? Since the claim is dependent in claim 1, it 
includes the limitations of claim one as well and thus "it" is indefinite. 

Claim 12 also seems to be directed towards a method in that "placed" is an 
action step which cannot be associated with an apparatus claim. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-7 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Melet. 

Regarding claim 1, Melet discloses an automatic hematologic counting and 
analyzing device comprising a pump assembly containing 3 pistons in a casing (column 
2 lines 29-33) which reads on the "several syringes" as claimed. There further exists a 
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collecting portion comprising electronic switch valves EV1-EV15 in figure 1, to which 
"ducts" are connected. A first set of said ducts connects electronic switch valves to the 
internal volume of the syringes and a second set of said ducts connects the same 
electronic switch valves "in the direction of respective containers for the sample and/or 
other liquids" as is seen in figure 1 . There exists an "air pump" 14 in the form of a 
syringe which is part of the unit, thus reading on the pump as claimed. The syringes 
contained in pump 10 are all "rigidly linked to each other such that they simultaneiously 
carry out a single movement". It would have been obvious to one of ordinary skill in the 
art at the time of invention to also include air pump 14 in the pump unit 10 of Melet to 
reduce the number of motors in the system by one. If air was not needed to be pumped 
into the system when other fluids were, valve 34 could be opened to bypass the airflow 
within the system accordingly. 

Regarding claim 2, the apparatus of Melet uses only one syringe as an air pump. 
It would have been obvious to one of ordinary skill in the art at the time of invention to 
duplicate said syringe to create an air pump which uses two syringes so that air could 
be supplied to two areas of the system by compressing the pistons of the syringes a 
single time instead of having to compress the pump two times opening and shutting 
valves in between. 

Regarding claim 4, the air pump 14 draws liquid from the container 4 into the 
measuring chamber 20 by reducing the pressure within the chamber prior to the 
counting step (column 4 lines 19-38). 



Application/Control Number: Page 10 

10/578,688 

Art Unit: 2856 

Regarding claim 5, after the method of Melet is finished, the waste is expelled 
via means of the air pump (column 5 lines 36-39), reading on the claim in its entirety. 

Regarding claim 6, items 3 and 4 in figure 1 of Melet are described as dilution 
containers (column 4 lines 5-10), reading on the claimed "at least one dilution chamber" 
which can be seen to be "linked direct to a respective electronic switch valve" by a 
"second duct" (figure 1). 

Regarding claim 7, a "measurement chamber" is described in Melet as item 20 
of the figure illustrated. Since the device in Melet is described as an apparatus 
comprising many parts, it is understood that said measurement chamber is "fixed on" 
the collector in order to operate in conjunction with the ducts. 

Regarding claim 13, the invention disclosed in Melet is used for automatic 
analysis of blood, thus reading on the claim. 

Claims 3, 9 and 11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Melet as applied to claim 1 above, and further in view of Bachenheimer US patent 
4,607,526 (hereinafter referred to as Bachenheimer). 

Regarding claim 3, Bachenheimer discloses a particle analysis system 
containing a face plate member and a mating flexible member, one of which has a 
plurality of passages (abstract). The passages provide a path for the various fluids to 
follow within the system (column 3 lines 50-56). It would have been obvious to one of 
ordinary skill in the art at the time of invention to combine the passageways of 
Bachenheimer with the apparatus of Melet in order to create a system which is capable 



Application/Control Number: Page 1 1 

10/578,688 

Art Unit: 2856 

of operating on small volumes of fluid and to reduce the amount of connecting tube 
required. 

Regarding claim 9, Bachenheimer discloses a series of passages as described 
in the rejection of claim 3. These passages are seen as "vessels" for transporting fluids, 
thus reading on the "hydraulic circulation vessel" as claimed. 

Regarding claim 1 1 , Bachenheimer discloses the use of electronic circuits in the 
process of blood analysis (column 4 lines 39-44). These circuits would have to be on 
some sort of "card" as claimed which would be able to be fixed to the detector if 
required. 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Melet as 
applied to claim 1 above in view of Kim US Patent 5,648,225 (hereinafter referred to as 
Kim). 

Regarding claim 8, Melet discloses the claimed invention with the exception of 
an incubation chamber. Kim discloses a method for analysis of a blood sample. Kim 
describes in the background of the invention the need for incubation when analyzing 
blood sample and in column 3 lines 58-63 the use for incubation in the analysis method 
disclosed. It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify the system of Melet to provide an incubation chamber or means for 
incubating the blood within one of the chambers 20, 21 , or 22 to help denature the cell 
surface antigens to promote hemoglobin clumping to aid in counting. 
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Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Melet as 
applied to claim 1 above in view of Jottier US Patent 4,231 ,990 (hereinafter referred to 
as Jottier). 

Melet discloses the claimed invention with the exception of placing the syringe 
block in an air conditioned unit. Jottier discloses an apparatus for the treatment of fluids 
which can be used in the medical field for blood analysis (column 4 lines 27-38). The 
apparatus contains a cooling device consisting of a closed loop circuit in which fluid 
flows (column 1 lines 57-64). Since blood is sensitive to temperature and must be kept 
cool for proper storage and analysis, it would have been obvious to one of ordinary skill 
in the art at the time of invention to maintain a cool temperature surrounding the system 
while analysis was taking place. This could be accomplished a number of ways 
including simply lowering the temperature of the testing room to prolong the survival of 
the blood sample. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark Shabman whose telephone number is (571) 270- 
3263. The examiner can normally be reached on M-F 7:30am - 5:00pm, EST 
(Alternating Fridays Off). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hezron Williams can be reached on (571) 272-2208. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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